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DETAILED ACTION 

Status of Application 

1. Claims 1-10 are pending. 

Claim Rejections - 35 USC § 101/ 112 

2. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 



35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claim 10 provides for the use of compounds I and II, but, since the claim does 
not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claim 10 is rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
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35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



5. Claims 1 and 3-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Pees etal.(US 6,117,876). 

Applicant claims a fungicidal mixture for controlling harmful fungi, comprising 1) 
the triazolopyrimidine derivative of formula I 
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■ F 



and 2) tolyfluanid of the formula II 




CH 5 



Applicant also claims a method of combating fungi by administering the fungicidal 
mixture described above. 

Determination of the scope and content of the prior art 
(MPEP 2141.01) 

Pees et al. teach novel compounds of formula I: 




wherein R 1 and R 2 each independently represent a hydrogen atom or an 



optionally substituted alkyl, alkenyl, alkynyl, alkadienyl, haloalkyl, aryl, 



heteroaryl, cycloalkyl, bicycloalkyl, tricycloalkyl or heterocyclyl group, or 
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R 1 and R 2 together with the interjacent nitrogen atom represent 
an optionally substituted heterocyclic ring (see the abstract and column 1 lines 1-22). 
The compounds of formula I show excellent fungicidal activity against a broad range of 
fungi (see column 2 lines 40-54). Pees et al. also teaches a method of controlling 
undesired fungi by contacting said plants with a fungicidally effective amount of the 
new compounds (see column 2 lines 27-29). The compounds can be prepared into 
compositions that contain at least one compound of formula I and a solid or liquid 
carrier (see column 7 lines 45-48 and column 8 lines 1-34). The composition preferably 
contains 0.5% to 95% by weight of active ingredient (see column 1 lines 56-59). The 
compositions are generally diluted and supplied at a dose that ranges from 0.01 to 
10kg a.i./ha (see column 9 lines 35-39). The composition can be applied to a plant, 
see, soil, or water in which a plant grows (see column 7 lines 60-64). The compositions 
can contain additional fungicides that have a synergistic effect of the pesticidal activity 
of the compound of formula I (see column 10 lines 42-50). Examples of additional 
fungicides include tridemorph (see column 11 line 19). 



Ascertainment of the difference between the prior art and the claims 
(MPEP 2141.02) 

Pees et al. do not exemplify a composition containing a mixture of the instant 
triazolopyrimidine derivative of formula I and tolyfluanid. Pees et al. do not exemplify 
treating fungi with the fungicidal mixture of formula I. 
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Finding of prima facie obviousness 
Rational and Motivation (MPEP 2142-2143) 

One of ordinary skill in the art would have been motivated to prepare a 
composition containing a mixture of the instant triazolopyrimidine derivative of formula I 
and tolyfluanid because Pees et al. suggest the that the addition of other fungicides 
such as, tolyfluanid, can broaden the spectrum of activity than the compound of formula 
I alone and the additional fungicide can have a synergistic effect on the fungicidal 
activity compound of formula I. 

Thus, it would have been obvious to one of ordinary skill in the art at the time the 
claimed invention was make a composition containing a mixture of the instant 
triazolopyrimidine derivative of formula I and tridemorph because of the enhanced and 
broadened activity against a variety of undesirable fungi. 

Furthermore, although Pees et al. do not exemplify treating fungi with the instant 
fungicidal mixture, the fungicidal instant fungicidal mixture is known to have a 
broadened spectrum of activity against fungi as suggested by Pees et al. Thus, it would 
have been obvious to one of ordinary skill in the art to apply the mixture to undesirable 
fungi because the combination is known to have excellent activity against a broad range 
of fungi. 

With regard to Applicants claim of synergy, Applicant has provided Table A and 
Table B on page 1 1 of the specification which discloses efficacy of a control, compound 
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I and compound II (table A) and also the observed and calculated efficacy of the 
mixtures of compound I and compound of formula II at a ratio of 4:1 and 1:4. Although 
the mixtures in Examples 4 and 5 (Table B) does discloses a higher efficacy than the 
individual compounds, synergy is an unpredictable phenomenon, highly dependent 
upon specific proportions and/or amounts of particular ingredient and Applicant has only 
provided data for the mixture at two ratios (e.g. 1 :4 and 4:1 ). And thus, applicant has 
failed to provide evidence of synergism commensurate in scope with the claims. 

Therefore, the invention as a whole would have been prima facie obvious to one 
of ordinary skill in the art at the time the invention was made, as evidenced by the 
references, especially in the absence of evidence to the contrary. 

6. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pees et al. (US 6,1 1 7,876) in view of Brandes et al. (US 4,803,214). 

Applicant claims a fungicidal mixture for controlling harmful fungi, comprising 1) 
the triazolopyrimidine derivative of formula I 




and 2) tolyfluanid of the formula II 
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Determination of the scope and content of the prior art 
(MPEP 2141.01) 

Pees et al. teach novel compounds of formula I: 




wherein R 1 and R 2 each independently represent a hydrogen atom or an 
optionally substituted alkyl, alkenyl, alkynyl, alkadienyl, haloalkyl, aryl, 
heteroaryl, cycloalkyl, bicycloalkyl, tricycloalkyl or heterocyclyl group, or 
R 1 and R 2 together with the interjacent nitrogen atom represent 
an optionally substituted heterocyclic ring (see the abstract and column 1 lines 1-22). 
The compounds of formula I show excellent fungicidal activity against a broad range of 
fungi (see column 2 lines 40-54). Pees et al. also teaches a method of controlling 
undesired fungi by contacting said plants with a fungicidally effective amount of the 
new compounds (see column 2 lines 27-29). The compounds can be prepared into 
compositions that contain at least one compound of formula I and a solid or liquid 
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carrier (see column 7 lines 45-48 and column 8 lines 1-34). The composition preferably 
contains 0.5% to 95% by weight of active ingredient (see column 1 lines 56-59). The 
compositions are generally diluted and supplied at a dose that ranges from 0.01 to 
10kg a.i./ha (see column 9 lines 35-39). The composition can be applied to a plant, 
see, soil, or water in which a plant grows (see column 7 lines 60-64). The compositions 
can contain additional fungicides that have a synergistic effect of the pesticidal activity 
of the compound of formula I (see column 10 lines 42-50). Examples of additional 
fungicides include pencycuron (see column 11 line 19). 



Ascertainment of the difference between the prior art and the claims 
(MPEP 2141.02) 

Pees et al. do not exemplify a composition containing a mixture of the instant 
triazolopyrimidine derivative of formula I and tridemorph in a weight ratio of 100:1 to 
1 :100. This deficiency is cured by the teachings of Brandes et al. 

Brandes et al. teach a synergistic fungicidal mixture comprising a compound of 
formula I and tolyfluanid (see the abstract and column 1 lines 65-67). The amount of 
tolyfluanid used in the synergistic mixture is generally in the amount of 0.5 to 100 parts 
by weight (see column 4 lines 1 0-1 9). 



Finding of prima facie obviousness 
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Rational and Motivation (MPEP 2142-2143) 

One of ordinary skill in the art would have been motivated to prepare a 
composition containing a mixture of the instant triazolopyrimidine derivative of formula I 
and tridemorph at a weight ratio of 100:1 to 1:100 because Pees et al. suggest a 
fungicidal mixture having synergistic properties comprising the instant triazolopyrimidine 
derivative of formula I in an amount of 0.05 to 95% by weight and tolyfluanid. Although 
Pees et al. do not teach the amount of tolyfluanid that can be used in the fungicidal 
mixture, it is already known in the art that tolyfluanid can be used in fungicidal 
composition in an amount of 0.5 to 100 parts by weight as suggested by Brandes et al. 

Thus, it would have been obvious to one of ordinary skill in the art at the time the 
claimed invention was made to utilize the broad ratios cited in the instant claims 
because the amount of actives cited in both prior art references are similar and 
encompass a very broad amount of actives that can be used in the synergistic 
formulations. Furthermore, it would have been obvious due to process optimization, 
where one of ordinary skill in the art would vary the amount of each active used to 
obtain the most fungicidally effective composition. 

Therefore, the invention as a whole would have been prima facie obvious to one 
of ordinary skill in the art at the time the invention was made, as evidenced by the 
references, especially in the absence of evidence to the contrary. 



Conclusion 

7. No claims are allowed. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KRISTIE L. BROOKS whose telephone number is 
(571)272-9072. The examiner can normally be reached on M-F 8:30am-6:00pm Est.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann R. Richter can be reached on (571) 272-0646. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

KB 

/Johann R. Richter/ 

Supervisory Patent Examiner, Art Unit 1616 



